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Peter L. Michaelson, Esq.

eIntellectual property practitioner for 27+ years (since 1979)

* IP practice heavily emphasizes patent matters involving electronics and software, and
mechanical technologies; and trademarks

1984 to present -- Michaelson and Associates; 1982-1984 -- Patent Atty., Pennie and
Edmonds; 1979-1982 -- Member Legal and Patent Staff, Bell Telephone Laboratories)

* Arbitrate/mediate IT/IP/technology and other disputes for 16+ years (since 1991)

* Member of WIPO, CPR, AAA, NAF, ICC and LCIA and various other US and foreign
mediation and arbitration panels for IP/IT/commercial and other matters

e Member of WIPO, CPR, NAF and ADNDRC (Asian Domain Name Dispute
Resolution Centre) ICANN arbitration panels for domain name disputes

* Fellow and Chartered Arbitrator, Chartered Institute of Arbitrators (UK)
 Accredited Mediator — Centre for Effective Dispute Resolution (CEDR) (UK)
» Mediator/arbitrator for USDC EDNY and mediator for NJ Sup. Ct.

 Court-appointed expert in patent law for USDC DNJ

 For detailed CV, see www.mandw.com/mich.html
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Procedure: The Complaint

Before the:

WORLD INTELLECTUAL PROPERTY ORGANIZATION
ARBITRATION AND MEDIATION CENTER

RYANAIR LIMITED
(Complainant)

| Disputed Domain Name:
MR MICHAEL COULSTON | <ryanaircampaign.org™
{Respondent i]

COMPLAINT
(Rules, para. 3(b})

I. Introduction

This Complaint is hereby submitted for decision in accordance with the

nitorm Domain Name Dispute Reselution Policy (the Policy), approved
by the Internet Corporation for Assigned Names and Numbers (ICANN)
on October 24, 1999, the Rules for Uniform Domain Mame [Dispute
Resolution Policy (the Rules), approved by ICANN on October 24, 1999
and the WIPO Supplemental Rules for Uniform Domain Name Dispute
Resolution Policy (the Supplemental Rules).

1. The Parties

A. The Complainant
(Rules, para. }{b){ii) and (iii})

The Complainant in this administrative proceeding is Ryanair Limited
{“Ryanair”) a company incorporated and registered in Ireland on § June
1996 under company numbcr 104547, The Complainant commenced

Any person may Initiate
an administrative
proceeding by
submitting a Complaint
to any Provider
approved by ICANN

The Provider reviews
the Complaint for
compliance with the
UDRP’s administrative
and procedural rules


Presenter�
Presentation Notes�
See Rules 3(a), 4(a)�


Procedure: Notification of Complaint

WORLD INTELLECTUAL
FROPERTY ORGANIZATION

ORGANISATION MONDIALE
DE LA PROPRIETE INTELLECTUELLE

Centre d’athitrage et de médiation de 1I'OMPI WIPO Arbitration and Mediation Center

September 27, 2004

Re: Case No. D2D06G-11%4
<ryanaircampaignorg>
MNotification of Complaint and Commence ment of Administrative
Proceeding

1. Netification. You are hereby notified that an administrative proce eding has
been conunenced against you pursuant to the Uniform Domain Name
Dizpte Resolution Policy, approved by the Internet Corporation for
Agsigned Names and Numbers (JCANN) on October 24, 19909 (the Folicy)
(hffp sFarbiter wipo it domains/rdess).

The Policy is incorporated by reference into your Registration A greement
with the Registrar of your domain name(s), purssant to which you are
reguited to submit to and patticipate in 4 mandatory adidnistrative
proceeding in the event that a third party (the Complanupif) submits a
Complaint to an I[CANN-approved dispute resolation service provider
(hifp stwww. Icam.or gudrpygoproved-providers. him) concerning the
domain name(s).

(Please nuote that the administrative proceeding has been comumenced
againet the registrart of the domain name(s) that isfare the subject of the
Complaint and not the technical contact, zone contact, administrative
cortact ot billing cortact, if different from the domain name registrant. The
technical contact, Zone cortact, administrative contact o billing contact, if
different from the domain name registrant, are requested to forwrard this
notification and any attachments to the registrant of the domain name(s) in
uestion)

2. Date Complaint Received. The Complaint submitted by Ryanair Limited
was received by e-mail on September 15, 2006 and in hardeopey on
September 20, 2006 by the WIPO Arbitration and Mediation Center (the
Cenfer). A document titled Complaint Deficiency Rectification amending
the Complaint in response to a complaint deficiency notfication was
received by email on September 26, 2008 by the Center. & copy of the
Complaint and the Complaint Deficiency Rectification doaument
accottpanies this notification.

34, duemindes Cobahetes, 1211 GEEVED) (SUESE 5 (41-22 133201 11 Fuc 1 22) 740 370 e-madl: domai diputesi@iocge it
ktm\.t}ﬁ?hﬂwnb\iﬂwmn Bangue: Credi Bmese, Grandre, compte OMPIFF 42702081 (héquespostans: OMPTH® 1250008, Ceriare
DR006-1134_1Teompnot_1.doc

If the Complaint
complies with the
Rules and Policy, the
Provider shall notify
the Respondent of the
Complaint

Notice by emaill, fax

and
Res

Res

courier
nondent has 20

days to submit a

DONSe



Presenter�
Presentation Notes�
“The date of commencement shall be the date on which the Provider completes its responsibilities under Paragraph 2(a) in connection with forwarding the Complaint to the Respondent.” Rules ¶ 4(c).



Rules ¶ 2(a):

When forwarding a complaint to the Respondent, it shall be the Provider's responsibility to employ reasonably available means calculated to achieve actual notice to Respondent. Achieving actual notice, or employing the following measures to do so, shall discharge this responsibility: 



(i) sending the complaint to all postal-mail and facsimile addresses (A) shown in the domain name's registration data in Registrar's Whois database for the registered domain-name holder, the technical contact, and the administrative contact and (B) supplied by Registrar to the Provider for the registration's billing contact; and



(ii) sending the complaint in electronic form (including annexes to the extent available in that form) by e-mail to: (A) the e-mail addresses for those technical, administrative, and billing contacts; (B) postmaster@<the contested domain name>; and	(C) if the domain name (or "www." followed by the domain name) resolves to an active web page (other than a generic page the Provider concludes is maintained by a registrar or ISP for parking domain-names registered by multiple domain-name holders), any e-mail address shown or e-mail links on that web page; and



(iii) sending the complaint to any address the Respondent has notified the Provider it prefers and, to the extent practicable, to all other addresses provided to the Provider by Complainant under Paragraph 3(b)(v).

�


Procedure: Response

hl
WORLIFINTELLEC TUAL-PROPER TY- ORGCANIZATION-
ARBITRATION-AND-BMEDIATION-CENTERY

1
i
[NAME AND ADDRE SN OF 1 CaseMo: [Tndicate-assigned case mumberM|s
COMPLIAINANT A5 STATED- IV L
COMPIAINTI v
1 18
T o =
-v-f 1 Dispuied-Domain- Name [
= 1
[IAME ANT) ADDRESS-OF i ]
RESPONDENT I al
1 i
[ Respondend)s | [=the contested-donatn nane(s) = 3
f

1

1

1

L RESPONSE
{Fules, para. 500
Ll
. L--Intreduction Y

Ll

[1.}+ On fndicate-date-onwhich the Mofification of Complintand Conenencement-of:
Administrative-Froceedig was-veceived], the Respondant received-a-
Hotifleationof Complant - and-Conumencemert-of Admirist rat ive Proceeding:
fromrthe WIF O -Abitration - amd-Mediation Certer{the Ceniex) by fo-
mailiabostoourier [ informme- the -Respondent that-an-administratiee -
proceeding had been commmenced bar-the Corrplainant -m-accordarnee with-the-
Tniform - Dormain M ame Dispute Resoltion Policy (the-Policy), approved by the-
Internst-Corporation for- A ssigned Hames-and Hunbers {ICANN) onOectober-
24,1999, the Fules for Unfomn-Domam Hame Dispute-Resalition Policy(the
Rules), approved by ICANH -an-Oetober 24, 1999, -and. the WIF O -Jupplemental-
Fales for-Unifonn Donain-Hame Dispute -Resobition Policy (the Supple mental-
Rules) - The-Cermterset-fnsert-date fas-the last-day-for the ahmission-of-a-
Fesponse by-the Respondent

==

* Respondent can

refute the factual
claims and legal
arguments

WIPQO offers model
form for Response on
Its website



Procedure: Composition of the Panel

.hA_
* Complainant Options -
* Respondent Options

* Provider Responsibilities



Presenter�
Presentation Notes�
Complainant

Complainant indicates whether it wants to have a single-member or a three-member panel

If Complainant elects to have a three-member panel, then it pays for the full panel and may nominate three candidates to serve as one of the Panelists

Respondent

If Complainant has elected a single-member panel in the Complaint, Respondent can elect to have a three-member panel (though it must pay half the panel fees)

If either party elects to have a three-member panel, Respondent may also nominate up to three candidates to serve as one of the Panelists

Provider/WIPO

	In one member panel cases, WIPO appoints one panelist – bearing in mind language skills, time availability, conflicts, and citizenship (same if both parties from the same country; generally from a third country if the parties are from two different countries)

	In three member panel cases, WIPO attempts to appoint one panelist from each party list and then circulates a list of 5 possible chairs, giving the parties the right to rank the nominees; WIPO then appoints the neutral with the highest combined ranking�


Procedure: Conflicts and Impartiality
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“I| am Independent of each
of the parties. To the best
of my knowledge and
belief, there are no facts or
circumstances, past or
present, or that could arise
In the foreseeable future,
that need be disclosed as
they might be of such a
nature as to call in to
guestion my independence
In the eyes of one or both
of the parties.”



Procedure: The Decision
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Presentation Notes�
See Rules ¶ 15 and 16�


Procedure: Enforcement

Page B

330-F34617; % 2003 1.5 App. LEMIS 10340, 4
7-T1 5P 020 (BHAY 1025

BARCELONA COM, INCORFORA TED, Bainiff- App dland, v
EXCELENTISIMOD- .!LYIJNTA]‘:'I]INID IE. BARCELDNA, Defandand- Appdlee 1

T
Mo - 02-1306

T
UHITED-STATES COURT OF AFPEALS FOR THE FOURTH CIRCUIT
T

330-F.3 617, 2003 U.S . App - LEXIS 10840; 67U S P.Q.2D. (BNAY 1025

i
Fdvruary 1%, 2003, Argued |
Fune 2, 2003 ; Decided(]
1

f
COUNSEL: ARGUED: Lamy Zion, Sanv Srdondo;
Texas ; for Sppellat

hll

Jordar  Scot  Wemstemn; OBLON;  SPTVAR;
MCCLELLAND; MAIER & HEUSTADT; PC..
Arlmgton; Virginda; for Appellee

B

OH ERIEF: Jopathane Hodiz; 0BLOH,; SPTVAE;
MECLELLAWD, MATER 4 HEUSTADT, P.C;
Arlingon; Wirginia ;for Sppelles [

f

JUDGES: Bsfire WILEINSON; NEMEYEE, and
MOTZ; Cirowit: Fadges. Fadge Mismgeer vwrete the
opindon; i which Judge Wilinsor: md: Fudge Motz
jomwd

)
OPFINIONEY: HIEMEYER{

T
OPINION: - [*619}- HIEMEYEE, Cirouit Fudge

Barcelonacom, B ("Broomy ")y a0 Delosrare-
cofporatior;  comnenced  thie  actione  mder  the
Dyticybersquatting: Conemmer Protectiore Act against
Encelerticimoe donmdardento der Barceloma ithe Cige
Comeil of Barc elot, Spait for & declaratony: iudapmert:
that-Beom T s'reg:lsu'mmand'use ofthe -domain e -
barceloma comt s vt uplaetinl wmder the Lavburre Dot
(Chipter 22-of Title 15 of the- Thuited: States: Code).- The
district: coumt: comchided that Boom, Fcl's uee of
barcelona comy was condusingle similae tor Spandsh
tradermarks ovwmed [P92]- - by the- Cibe Commecil that
fruchade-the-vmord: "Bar celona. " Alzo- finding bad: faifke one
the basie- that Boom, I had attevpted: to- cell the
barcelona come domadte narme - tor the: Cite Comeil for o
profit ; the coumt ordered the-tranefer of the: dormain e
to-theCityr Comeil

Becansethe- district: court: spplied: Spandsh lear rather
thary Tndted: States: loar ad baced: fe ranefer order; v
part ; orr & conmiber: lafr thit-the- C]t)"Camcﬂmﬁled
e reveTeer the: udgment: of the district court: dergring

Section Break (Continuous)

EBrorn, B - relisf imder [#620] - the Srticdhearsquatting:
Cmsumr:r Protection: Act, wacate s memorarchme
opidore and fte order to- tranefir the- domadte B
barceloma come to- the Cige Comcil ; and: remand: for
farther proce edings: coneistevtwith thie op rion.

Lij

B 1996, M. Joan Hogaerss: Coboe ("Hogueras "), o
Spaniche  citimm; registered  the  domam  nane
Tarcelot comt v the nupne of his wife ; aleo o Spandshe
citizen ; writh: the domain registrar; Hetaods Sobadons;
Bc.; v Hemdom; Wirginia: By the spplicstion for
Tegistratiory of the- dornaiienarme ; Hogueras: listed himself
as- the: admindetrative: cordact - When Hoguerse met: M -
Shabuih Hamif; & British citim; i hme 1900, they
demreloped: & business plan toe b barceloma.comme o
[##5] - & tonmriet-portal for the: Bancelota ; Spadt, Tegion £
fowr morths laer they fooned Beom; Be- omder
Delwarre: loar tor ovme barcelona comy and: tor noe the
vreheite ; and Hogueras ; hie wrife,; and Handf becane-
Brom, Icl'e officers - Boong, B e foomed: as an
Sovericary compary v patt becanse - Hogueras belised-
that- dodng: so-vwonald fuc ilitate- obtaiting: Snarwc g for the-
developrnert of the webeite - AYhoughe Boomg B
mairtaine & Hewr Yodv mailing address; it has oo
armplonreec: e the: Thited: State » does not: o or leace
office space v the Undted: States ; and: does- not: harre -
telephuome: listing frrthe Thied: States - e COMMENITAT- serrer
is- it Spadn ]

Shorthy stber Hogueras: regictered: the- domain e
barcelona.come v 1996, he placed somme Barcelona-
melited dfonmatione o the- eite- The cite offered-
comrrrercials cervices oache as dornaine regictry snd: et
hosting; - did not ofer macke due tor the ladk of
firamcing  Before developing: the tnciness: plare withe
Handf, Hogaeras ured: awmeb - fompy ot the Ciye Comeil's
officialvwrebeite-to- e-mail the-mayor of Barcelona,; Spain;
proposing tor wgotiste™ withe the Ciye Covmuedl: for fte
acquisitioer of the dormaine namne barcelona.com;
Hoguerae- recefred: ho- respore - Atd- wwnare after [Ho4]-

* Registrar waits 10 days

* |f no challenge,
Registrar transfers or
cancels domain name,
as ordered by Panel

* |f either party files suit In
appropriate court,
Registrar suspends
action pending court
order or decision




Elements of a Claim

£

* Domain name is identical or
confusingly similar to a
trademark in which the
complainant has rights.

* Respondent has no rights or
ICANN legitimate interests in the
domain name.

* Respondent registered and
used the domain name in bad
faith.



Trademark Rights

* Federally registered

Prior U.S. Cls.: 45, 46 and 48

United States Patent and Trademark Office R@Eﬁi’ﬁ’ﬁ m arkS e nj Oy p ri ma. faCie

TRADEMARK

PRI RrcrsTER evidence of validity

VITAMINWATER

C I . t t
Y BRANDS, INC. (NEW YORK COR-  F E 3-12-1999; IN COMMERCE 3-12-1999, .
17.20 WHITESTONE EXPRESSWAY o
prove trademark rights
VITAMIN ENHANCED FLAVORED SER. NO. 75-734,223, FILED 6-23-
WATER, TN CLASS 32 (US. CLS. 45, 46 § . I

* Use In commerce

* Secondary meaning
for descriptive marks


Presenter�
Presentation Notes�
Dec. Over. 1.1  If a complainant owns a registered mark, then it generally satisfies the threshold requirement of having trademark rights.

The registration is entitled to less deference, however, if it is in a jurisdiction in which the registration issued upon application without any substantive examination (e.g., state registration)

A trademark need not be registered to be entitled to protection under the ACPA.  DaimlerChrysler v. Net. Inc., 388 F.3d 201, 205 (6th Cir. 2004).

A trademark need not be registered to be entitled to protection under the UDRP.  See, e.g., Australian Trade Commission v. Matthew Reader, WIPO Case No. D2002-0786 (Nov. 12, 2002).

However, a complainant asserting common law trademark rights in a descriptive term must show that the mark has acquired secondary meaning.  Id.; Amsec Enterprises, L.C. v. Sharon McCall, WIPO Case No. D2001-0083 (Apr. 3, 2001).



The majority view is that a trademark licensee or a related company to the trademark holder, such as a subsidiary or parent, does have rights in a trademark under the UDRP.  Telcel, C.A. v. Jerm, WIPO Case No. D2002-0309 (June 5, 2002); Toyota Motor Sales U.S.A. Inc. v. J. Alexis Productions, WIPO Case No. D2003-0624 (Oct. 16, 2003).



�


Trademark Rights

www.scubadiving.biz

HE MAGAIINE DIVER

Respond

Now & Dnn:- !

Get This :
FREE |

R Get 2 FREE Issues'

T |.l|| ||||||||

"-':Ihlmr & .‘I-'l o
-----

PR T b


Presenter�
Presentation Notes�
Generally, a generic name cannot be protected under the UDRP.  So, for example, in a STOP proceeding, I found the term “scuba diving” is generic for a magazine on scuba diving and is thus not protectable.  Rodale, Inc. v. Cambridge, WIPO Case No. DBIZ2002-00153 (June 28, 2002).  Complainant alleged ownership of a trademark registration, but upon independent investigation, I saw that it disclaimed rights in the generic “scuba diving.”  Granted RDNH in light of bad faith conduct.�


ldentical or Confusingly Similar

. ﬂﬂﬂfsﬂﬂri www.NHLCoolShots.com

www. ElectronicBotigue.com

(OXYZEN) oo

BAH N ES&“{I BLE@ www.BunsAndNoble.com

www.bn.com



Presenter�
Presentation Notes�
Identical – ignore TLD, punctuation, design elements

Confusingly similar – typosquatting

Another test is if similar in sound to a protected mark, as in the website bunsandnoble.com.  Barnes & Noble College Bookstores, Inc. v. Leasure Interactive, WIPO Case No. D2001-1216 (March 25, 2002) (bunsandnoble.com similar in sound and therefore confusingly similar to Barnes & Noble). �

http://www.barnesandnoble.com/index.asp?z=y&r=1

ldentical or Confusingly Similar

www.wal-martsucks.com

Wal-Mart S)ci(s

B

Click here to gee who we are

Wieglcome to rmyWalhdart Sucks web *Click on the picture to enter®
site. You are probahly here for one of
ceveral reasons.

#1 You have a prablerm with \Wal-Mart.
Be sure to register your camplaint
immediately.

#2 You stumbled upon our site.
Flease understand that this 1= a site of
opinions. Mot all storigs can be
yerified for truthfiullness. A
considerable amaount of content an
this site is from otherweh sites from
around the warld.

#F3. o work forWalthart and you are
trvine to lric o wolr rananarts kot YAfal Mart in Danonr Mainn Storo HA0ES N7 047 764
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Presentation Notes�
Hotly disputed is what to do if the domain name includes a disparaging phrase



Dec Over 1.3  Majority view: A domain name consisting of a trademark and a negative term is confusingly similar to the complainant’s mark. Confusing similarity has been found because the domain name contains a trademark and a dictionary word; or because the disputed domain name is highly similar to the trademark; or because the domain name may not be recognized as negative; or because the domain name may be viewed by non-fluent English language speakers, who may not recognize the negative connotations of the word that is attached to the trademark.  E.g., Wal-Mart Stores, Inc. v. Richard MacLeod d/b/a For Sale D2000-0662 <walmartsucks.com>, 



Minority view: A domain name consisting of a trademark and a negative term is not confusingly similar because Internet users are not likely to associate the trademark holder with a domain name consisting of the trademark and a negative term.  E.g., in \the fucknetscape.com case, the panel concluded that it is “inconceivable” that anyone seeing this domain name would believe it had any connection with Netscape.  See America Online, Inc. v. Johuathan Investments, Inc., WIPO Case No. D2001-0918 (Sept. 14, 2001). �


Legitimate Interest

* Before any notice to you of the dispute, your use of, or
demonstrable preparations to use, the domain name or
a name corresponding to the domain name in
connection with a bona fide offering of goods or
services.

* You (as an individual, business, or other organization)
have been commonly known by the domain name,
even if you have acquired no trademark or service
mark rights.

* You are making a legitimate noncommercial or fair use
of the domain name, without intent for commercial gain
to misleadingly divert consumers or to tarnish the
trademark or service mark at issue.


Presenter�
Presentation Notes�
This is the second element of a UDRP Complaint. Complainant bears the burden of proof for each of the elements in the UDRP Policy; thus, the complainant must prove that the respondent lacks a legitimate interest.  UDRP Policy ¶ 4(a).  



Dec Over 2.1  While the overall burden of proof rests with the complainant, panels have recognized that this could result in the often impossible task of proving a negative, requiring information that is often primarily within the knowledge of the respondent. Therefore a complainant is required to make out an initial prima facie case that the respondent lacks rights or legitimate interests. Once such prima facie case is made, respondent carries the burden of demonstrating rights or legitimate interests in the domain name. If the respondent fails to do so, a complainant is deemed to have satisfied paragraph 4(a)(ii) of the UDRP.  The policy provides these non-exclusive examples of ways in which a respondent can show a legitimate interest.



Although not stated as a separate element for an ACPA Complaint, the notion that the registrant does not have any rights to or legitimate interests in the domain name is one of the elements that can be considered as part of the bad faith analysis, described further below.  See Shields v. Zuccarini, 254 F.3d 476 (3d Cir. June 15, 2001) (bad faith found because, in part, defendant Zuccarini has never used the infringing domain names as trademarks). �


Legitimate Interest
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Another way to prove a legitimate interest is to show that it’s your name.



In this case, Kenneth Cole, the designer, brought challenge to get control of domain name KennethCole.biz.  Respondent, though, successfully defended by showing that it registered domain name on behalf of its client, Kenneth R. Cole, an insurance salesman.

�


Legitimate Interest

www.scholastics.com

’a Welcome to Scholatics.com - Microsoft Internet Explorer provided by Debevoi

=18 x|

J File Edit ‘Miew Favorites Tools  Help

J EBack ~ = - () it | ‘Qhsearch  [GFavorites ¢ History ||%v =3

J.ﬁ.ddress @ hktp: v, scholastics , comy #Anecdotal

Chess for Life

Lhess for Life Is it simply & game like Monopoly® Cr Checkers? The answer to this
question has only recently been fully searched out -- and the results are
astounding.
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breakthrough results they would achieve. The study was conducted on 7th
and Bth graders and included other enrichment activities like Dungeons and
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Anecdotal Stud'}r ,

Facts

At the end of the study, students regularly engaged in chess classes
showed a whopping 17.3% improvement on school test results. This
compared with only 4.56% for the other activities, This led the \Watson-
Glaser Thinkina Aooraisal. the araanization monitoring the results of the



Presenter�
Presentation Notes�
The typical legitimate use of a domain name occurs with a bona fide offering of goods and services, as with, for example, the scholastics.com website.  In that case, the complainant owned the service mark and trademark “SCHOLASTIC,” which it had been using since 1922 to identify its publication and distribution of books, magazines, and other educational materials and games.  Among other things, the Complainant’s products included the Harry Potter book series.  The Respondent registered “scholastics.com” as an informative website for chess players. The Panel denied complainant’s request to transfer the scholastics.com domain name to it, notwithstanding the fact that it concluded that the domain name is confusingly similar to Complainant’s service mark and trademark.  The Panel rested its ruling largely on its conclusion that Respondent had legitimate rights to the domain name because he had been using the name “scholastics,”  which corresponds to a term of art in the chess field, in connection with a website offering chess-related information.
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Presentation Notes�
Dec Over. 2.4  This section only concerns sites that practice genuine, non-commercial criticism. There are many UDRP decisions where the respondent argues that the domain name is being used for a free speech purpose, but the panel finds that, in fact, the domain name is being used for commercial gain.�In the event that a domain name confusingly similar to a trademark is being used for a genuine non-commercial free speech web site, there are two main views. There is also some division between proceedings involving US parties and proceedings involving non-US parties, with few non-US panelists adopting the reasoning in View 2. 

View 1: The right to criticize does not extend to registering a domain name that is identical or confusingly similar to the owner’s registered trademark or conveys an association with the mark.

View 2: Irrespective of whether the domain name as such connotes criticism, the respondent has a legitimate interest in using the trademark as part of the domain name of a criticism site if the use is fair and non-commercial. Britannia Building Society v. Britannia Fraud Prevention, WIPO Case No. D2001-0505 (July 6, 2001) (britanniabuildingsociety.org); Bloomberg L.P. v. Secaucus Group, NAF File No. 97077 (June 7, 2001) (michaelbloomberg-sucks.com); 

Some indication that there may be a split across the atlantic on this issue  See, e.g., Howard Jarvis Taxpayers Ass’n v. McCauley, WIPO Case No. D2004-0014 (Apr. 22, 2004) (hjta.com).�


Bad Faith

«Offer to sell domain name to
trademark owner or competitor

*Prevent trademark owner from
using mark in domain name (if
Respondent has a pattern of
such misconduct)

*Disrupt competitor’s business

*Attract Internet users through
confusion for commercial gain
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Bad Faith Under UDRP



Respondent registered or acquired domain name primarily for the purpose of selling it back to the complainant;

Registration of domain name to prevent owner of trademark or service mark from reflecting the mark in a corresponding domain name (if Respondent has a history of doing this);

Registration for the primary purpose of disrupting the business of a competitor;

Registration of the name in an intentional effort to attract Internet users to Respondent’s site by creating a likelihood of confusion with Complainant’s mark. 

�
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Presenter�
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Soliciting offers to buy or lease a domain name is generally viewed as bad faith use of a domain name.  Mars UK Ltd. v. Peters, WIPO Case No. D2002-0181 (Apr. 18, 2002) (offering marsbar.com on Great Domains with invitation for minimum offer of $300 probably sufficient by itself to establish bad faith); Virtual Works, Inc. v. Volkswagen of Am., 238 F.3d 264 (4th Cir. 2001) (exploding offer with threat of auction to public established bad faith); EMI Records Ltd. v. Complete Axxcess, WIPO Case No. D2001-1230 (Dec. 18, 2001) (offering to sell abbeyroad.com for more than any out-of-pocket expenses respondent might have incurred in relation to it after complainant contacted respondent but before filing of claim was evidence of bad faith); Cheesecake Factory Inc. v. cheesecake-factory.com, WIPO Case No. D2001-0648 (June 29, 2001) (respondent acted in bad faith by posting domain name for sale on GreatDomains.com website); Pinehurst, Inc. v. Wick, 256 F. Supp. 2d. 424 (M.D.N.C. 2003) (respondent’s offer to transfer ownership of domain name for financial gain was considered evidence of bad faith).



Some UDRP panels, though, have found that auctioning a domain name does not necessarily demonstrate bad faith.  Id Software, Inc. v. Doom Gaming Connections, NAF File No. 95002 (July 24, 2000) (respondent allowed to keep doom.com even though he tried to auction name on eBay because he had held on to the domain name for five years without trying to sell it).  For example, offering a domain name for sale does not demonstrate bad faith if the respondent has a legitimate interest in the domain name.  See, e.g., Scholastic Inc. v. Master Games Int’l, Inc., WIPO Case No. D2001-1208 (Jan. 3, 2002) (where respondent had established legitimate interest in domain name, his offer to sell domain name to complainant and his listing it for sale at GreatDomains.com were not evidence of bad faith); Etam plc v. Alberta Hot Rods, WIPO Case No. D2000-1654 (Jan. 31, 2001) (no bad faith where respondent offered to sell tammy.com domain name in which it had a legitimate interest). 



Panels have split on whether to consider as evidence offers to sell a domain name made in the context of settlement negotiations.

One panel has stated that an offer to sell the business, not just the domain name, was a significant factor weighing against a finding of bad faith.  Anuncios en Directorios S.A. v. Alvarez, WIPO Case No. D2002-0973 (Jan. 22, 2003).



Bad faith can be found where the defendant proposes to exchange the domain name for any kind of valuable consideration, not just money.  Coca-Cola Co. v. Purdy, 382 F.3d 774, 786 (8th Cir. 2004) (bad faith found where defendant offered to stop using the domain names in exchange for space on the editorial page of the Washington Post).�
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Las Vegas Sands, Inc. v. Red Group, WIPO Case No. D2001-1057 (Dec. 6, 2001): 



“It should be emphasized that it is not the simple incorporation of ‘SANDS’ into the domain name that evidences bad faith; the word ‘sands’ is common and in itself unobjectionable. It is the use of ‘SANDS’ for a gambling website. Internet users, when they see the domain name at issue as a result of a search for gambling sites or direct advertising, may assume that there is a connection between Respondent and Complainant because they use the same name in the same field. The additional ‘of the Caribbean’ in the name is no protection, as many famous businesses have multiple locations and may use domain names including geographic identifiers – such as, in this case, the Sands Hotel and Casino in New Jersey and the Sands Expo and Convention Center in Las Vegas.”
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WIPO Overview of UDRP Decisions

http://arbiter.wipo.int/domains/search/overview/index.html
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WIPO Overview of WIPO Panel Views on Selected UDRP Questions

Decision-making authority under the Uniform Domain Mame Dispute Resolution Policy and Rules (UDRP) lies exclusively with the appointed panels.
To assist awareness of theirviews on certain questions that commaonly arise in proceedings under the UDRP, the WIPO Arbitration and Mediation
About the Center Center has produced the following informal overview of panel positions on key procedural and substantial issues. Decision references supporing
Arbitration each line of opinion are included, with over 100 decisions from over 80 different UDRF panelists listed.
Mediation
While some of the listed issues arise only infrequently, all of thermn are, or are perceived to be, relevant to the operation ofthe UDRF. On most of these

& Hecommended Clauses | = . i ; : ! : i L
issUes, consensus or clear majority views have developed. Certain other questions continue to attract a diversity of views. The Center's identification

Domain Names of questions and evaluation of opinions is based on the 7,000 UDRP cases it has administered through February 2005. Broad information on all
qTLDs views is available from the Center's online Legal Index of WIPO UDRP Panel Decisions (http://larbiter.wipo.int/domains/search}, as well as from
ccTLDs the full posting of all decisions (http:/arbiter.wipo.int/domains/decisions).

CH—S_ES_ This overview is created in recognition of the need that has been expressed to identify, as much as possible, consensus among UDRP decisions, so
Decisions as to maximize the consistency of the UDRP system. It should be understood that, with UDRP decisions covering a multitude of facts and arguments,
Resources genuine differences of opinion may be difficult to avoid on paricularissues, all the more so where panelists and paries come from a multitude of
W jurisdictions. However, itis hoped that this update on the UDRP experience will be found helpful by identifying views expressed by panels and

providing decisions which help to put those views in context.
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